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which, in the opinion of the Commis-
sioner, will justify so advancing it.

(b) Applications wherein the inven-
tions are deemed of peculiar impor-
tance to some branch of the public
service and the head of some depart-
ment of the Government requests im-
mediate action for that reason, may be
advanced for examination.

(c) A petition to make an application
special may be filed without a fee if the
basis for the petition is the applicant’s
age or health or that the invention will
materially enhance the quality of the
environment or materially contribute
to the development or conservation of
energy resources.

(d) A petition to make an application
special on grounds other than those re-
ferred to in paragraph (c) of this sec-
tion must be accompanied by the peti-
tion fee set forth in §1.17(i).

(36 U.S.C. 6; 15 U.S.C. 1113, 1123)

[24 FR 10332, Dec. 22, 1959, as amended at 47
FR 41276, Sept. 17, 1982; 54 FR 6903, Feb. 15,
1989; 60 FR 20226, Apr. 25, 1995; 62 FR 53191,
Oct. 10, 1997]

§1.103 Suspension of action.

(a) Suspension of action by the Office
will be granted for good and sufficient
cause and for a reasonable time speci-
fied upon petition by the applicant and,
if such cause is not the fault of the Of-
fice, the payment of the fee set forth in
§1.17(i). Action will not be suspended
when a reply by the applicant to an Of-
fice action is required.

(b) If action by the Office on an appli-
cation is suspended when not requested
by the applicant, the applicant shall be
notified of the reasons therefor.

(c) Action by the examiner may be
suspended by order of the Commis-
sioner in the case of applications
owned by the United States whenever
publication of the invention by the
granting of a patent thereon might be
detrimental to the public safety or de-
fense, at the request of the appropriate
department or agency.

(d) Action on applications in which
the Office has accepted a request to
publish a defensive publication will be
suspended for the entire pendency of
these applications except for purposes
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relating to patent interference pro-
ceedings under subpart E.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[24 FR 10332, Dec. 22, 1959, as amended at 47
FR 41276, Sept. 17, 1982; 50 FR 9381, Mar. 7,
1985; 54 FR 6903, Feb. 15, 1989; 60 FR 20226,
Apr. 25, 1995; 62 FR 53191, Oct. 10, 1997]

§1.104 Nature of examination.

(a) Examiner’s action. (1) On taking up
an application for examination or a
patent in a reexamination proceeding,
the examiner shall make a thorough
study thereof and shall make a thor-
ough investigation of the available
prior art relating to the subject matter
of the claimed invention. The examina-
tion shall be complete with respect
both to compliance of the application
or patent under reexamination with
the applicable statutes and rules and to
the patentability of the invention as
claimed, as well as with respect to
matters of form, unless otherwise indi-
cated.

(2) The applicant, or in the case of a
reexamination proceeding, both the
patent owner and the requester, will be
notified of the examiner’s action. The
reasons for any adverse action or any
objection or requirement will be stated
and such information or references will
be given as may be useful in aiding the
applicant, or in the case of a reexam-
ination proceeding the patent owner,
to judge the propriety of continuing
the prosecution.

(3) An international-type search will
be made in all national applications
filed on and after June 1, 1978.

(4) Any national application may also
have an international-type search re-
port prepared thereon at the time of
the national examination on the mer-
its, upon specific written request there-
for and payment of the international-
type search report fee set forth in
§1.21(e). The Patent and Trademark Of-
fice does not require that a formal re-
port of an international-type search be
prepared in order to obtain a search fee
refund in a later filed international ap-
plication.

(5) Copending applications will be
considered by the examiner to be
owned by, or subject to an obligation of
assignment to, the same person if:

(i) The application files refer to as-
signments recorded in the Patent and
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Trademark Office in accordance with
part 3 of this chapter which convey the
entire rights in the applications to the
same person or organization; or

(ii) Copies of unrecorded assignments
which convey the entire rights in the
applications to the same person or or-
ganization are filed in each of the ap-
plications; or

(iii) An affidavit or declaration by
the common owner is filed which states
that there is common ownership and
states facts which explain why the affi-
ant or declarant believes there is com-
mon ownership, which affidavit or dec-
laration may be signed by an official of
the corporation or organization em-
powered to act on behalf of the cor-
poration or organization when the
common owner is a corporation or
other organization; or

(iv) Other evidence is submitted
which establishes common ownership
of the applications.

(b) Completeness of examiner’s action.
The examiner’s action will be complete
as to all matters, except that in appro-
priate circumstances, such as
misjoinder of invention, fundamental
defects in the application, and the like,
the action of the examiner may be lim-
ited to such matters before further ac-
tion is made. However, matters of form
need not be raised by the examiner
until a claim is found allowable.

(c) Rejection of claims. (1) If the inven-
tion is not considered patentable, or
not considered patentable as claimed,
the claims, or those considered
unpatentable will be rejected.

(2) In rejecting claims for want of
novelty or for obviousness, the exam-
iner must cite the best references at
his or her command. When a reference
is complex or shows or describes inven-
tions other than that claimed by the
applicant, the particular part relied on
must be designated as nearly as prac-
ticable. The pertinence of each ref-
erence, if not apparent, must be clearly
explained and each rejected claim spec-
ified.

(3) In rejecting claims the examiner
may rely upon admissions by the appli-
cant, or the patent owner in a reexam-
ination proceeding, as to any matter
affecting patentability and, insofar as
rejections in applications are con-
cerned, may also rely upon facts within
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his or her knowledge pursuant to para-
graph (d)(2) of this section.

(4) Subject matter which is developed
by another person which qualifies as
prior art only under 35 U.S.C. 102(f) or
(g) may be used as prior art under 35
U.S.C. 103 against a claimed invention
unless the entire rights to the subject
matter and the claimed invention were
commonly owned by the same person
or organization or subject to an obliga-
tion of assignment to the same person
or organization at the time the claimed
invention was made.

(5) The claims in any original appli-
cation naming an inventor will be re-
jected as being precluded by a waiver
in a published statutory invention reg-
istration naming that inventor if the
same subject matter is claimed in the
application and the statutory inven-
tion registration. The claims in any re-
issue application naming an inventor
will be rejected as being precluded by a
waiver in a published statutory inven-
tion registration naming that inventor
if the reissue application seeks to
claim subject matter:

(i) Which was not covered by claims
issued in the patent prior to the date of
publication of the statutory invention
registration; and

(ii) Which was the same subject mat-
ter waived in the statutory invention
registration.

(d) Citation of references. (1) If domes-
tic patents are cited by the examiner,
their numbers and dates, and the
names of the patentees must be stated.
If foreign published applications or
patents are cited, their nationality or
country, numbers and dates, and the
names of the patentees must be stated,
and such other data must be furnished
as may be necessary to enable the ap-
plicant, or in the case of a reexamina-
tion proceeding, the patent owner, to
identify the published applications or
patents cited. In citing foreign pub-
lished applications or patents, in case
only a part of the document is in-
volved, the particular pages and sheets
containing the parts relied upon must
be identified. If printed publications
are cited, the author (if any), title,
date, pages or plates, and place of pub-
lication, or place where a copy can be
found, shall be given.
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(2) When a rejection in an application
is based on facts within the personal
knowledge of an employee of the Of-
fice, the data shall be as specific as
possible, and the reference must be
supported, when called for by the appli-
cant, by the affidavit of such employee,
and such affidavit shall be subject to
contradiction or explanation by the af-
fidavits of the applicant and other per-
sons.

(e) Reasons for allowance. If the exam-
iner believes that the record of the
prosecution as a whole does not make
clear his or her reasons for allowing a
claim or claims, the examiner may set
forth such reasoning. The reasons shall
be incorporated into an Office action
rejecting other claims of the applica-
tion or patent under reexamination or
be the subject of a separate commu-
nication to the applicant or patent
owner. The applicant or patent owner
may file a statement commenting on
the reasons for allowance within such
time as may be specified by the exam-
iner. Failure to file such a statement
does not give rise to any implication
that the applicant or patent owner
agrees with or acquiesces in the rea-
soning of the examiner.

[62 FR 53191, Oct. 10, 1997]
881.105—1.109 [Reserved]

§1.110 Inventorship and date of inven-
tion of the subject matter of indi-
vidual claims.

When more than one inventor is
named in an application or patent, the
Patent and Trademark Office, when
necessary for purposes of an Office pro-
ceeding, may require an applicant, pat-
entee, or owner to identify the inven-
tive entity of the subject matter of
each claim in the application or pat-
ent. Where appropriate, the invention
dates of the subject matter of each
claim and the ownership of the subject
matter on the date of invention may be
required of the applicant, patentee or
owner. See also §§1.78(c) and 1.130.

[61 FR 42805, Aug. 19, 1996]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued
under 35 U.S.C. 132.
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§1.111 Reply by applicant or patent
owner.

(a) After the Office action, if adverse
in any respect, the applicant or patent
owner, if he or she persists in his or her
application for a patent or reexamina-
tion proceeding, must reply thereto
and may request reconsideration or
further examination, with or without
amendment.

(b) In order to be entitled to recon-
sideration or further examination, the
applicant or patent owner must reply
to the Office action. The reply by the
applicant or patent owner must be re-
duced to a writing which distinctly and
specifically points out the supposed er-
rors in the examiner’s action and must
reply to every ground of objection and
rejection in the prior Office action. The
reply must present arguments pointing
out the specific distinctions believed to
render the claims, including any newly
presented claims, patentable over any
applied references. If the reply is with
respect to an application, a request
may be made that objections or re-
quirements as to form not necessary to
further consideration of the claims be
held in abeyance until allowable sub-
ject matter is indicated. The appli-
cant’s or patent owner’s reply must ap-
pear throughout to be a bona fide at-
tempt to advance the application or
the reexamination proceeding to final
action. A general allegation that the
claims define a patentable invention
without specifically pointing out how
the language of the claims patentably
distinguishes them from the references
does not comply with the requirements
of this section.

(¢) In amending in response to a re-
jection of claims in an application or
patent undergoing reexamination, the
applicant or patent owner must clearly
point out the patentable novelty which
he or she thinks the claims present in
view of the state of the art disclosed by
the references cited or the objections
made. He or she must also show how
the amendments avoid such references
or objections. (See §§1.135 and 1.136 for
time for reply.)

[46 FR 29182, May 29, 1981, as amended at 62
FR 53192, Oct. 10, 1997]



